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REMARKS 

The Applicants appreciate the Examiner's thorough examination of the subject 
application. Applicants request reconsideration of the subject application based on the following 
amendments and remarks. 

Claims 1-6, 11-13, 18, and 19 have been amended and claims 7-10, 14-17, 20, and 21 
have been cancelled without prejudice or disclaimer. New claims 22-27 have been added. 
Support for the amendments to the claims can be found throughout the specification and claims 
as filed. No now matter has been added by the amendments to the specification or the claims. 

Claims 6-7, 9, 12, 13-14, 16, and 18 were objected to under 37 CFR 1.75(c) as being 
allegedly in improper multiple dependant fomiat. 

Applicants believe mat claims 6-7, 9, 12, 13-14, 16, and 18, as amended, are fully 
compliant with the requirements of 37 CFR 1.75 including the requirements of 1.75(c) and 
request that the objection be withdrawn and the claims receive consideration. 

Claims 1-5, 8, 10-1 1, 15, 17, and 19 were rejected under 35 U.S.C. §112, second 
paragraph, as being allegedly indefinite for failing to particularly point out and distinctly claim 
the subject matter which Applicant regards as the invention. 

Applicants respectfully submit that the claims, as amended, are fully compliant with all 
of the requirements of 35 U.S.C. §1 12, including the requirements of §1 12, second paragraph. 
Thus, Applicants request withdrawal of the §112 rejections and reconsideration of the claims. 

Claims 1-2, 4-5, 8. 10, and 15 were rejected under 35 U.S.C. § 102(b) as being allegedly 
anticipated by Lee et al. (U.S. Patent 5,273,991). 
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The rejection is respectfully traversed. 

The present invention provides methods of alkylating DNA which comprise the use of a 
cyclopropane based alkylating agent. 

Lee fails to disclose or suggest alkylating agents having a cyclopropane ring or a 
cyclopropyl residue. The Lee reference also fails to teach or suggest methods of alkylating DNA 
using such compounds. 

Claim 1 is patentable over the Lee patent Claims 2-8, 1 1-14 and 16-19, and 22 depend 
from claim 1 and are therefore also patentable over the cited documents. 

In view thereof, reconsideration of the application and withdrawal of the §102 and §103 
rejections arc requested. 

For example, see In re Marshall, 198 USPQ 344, 346 (CCPA 1 978) ("[rjejections under 
35 US.C. §102 are proper only when the claimed subject matter is identically disclosed or 
described in the prior art.") Additionally, it is well-known that to establish a prima fade case of 
obviousness, three basic criteria must be met: (1) there must be some suggestion or motivation, 
either in the references themselves or in the knowledge generally available to one of ordinary 
skill in the art, to modify the reference or to combine reference teachings; (2) there must be a 
reasonable expectation of success; and (3) the prior art reference^) must leach or suggest all the 
claim limitations. The teaching or suggestion to make the claimed combination and the 
reasonable expectation o f success must both be found in the prior art. and not based on 
applicant's disclosure. In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 (Fed. Cir. 1991). See MPEP 
§ 2143. 



Received from < 617 261 3545 > at 4/15/03 5:43:51 PM [Eastern Daylight Time] 



APR- 15-2003 TUE 05:50 Pfl 



FAX NO. 617 261 3545 



P. 



H. Sugiyama et al. 

T I S SM- nO/880 V7Q 

— - ^- - — w^-.ww^ j_» r ^ 

Page 10 

There is no suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the cited references to 
make the claimed invention, nor is there a reasonable expectation of success. 

Although it is not believed that any additional fees are needed to consider this 
submission, the Examiner is hereby authorized to charge our deposit account no. 04-1105 should 
any fee be deemed necessary. 



Respectfully submitted, 



April 15, 2003 



Chfistine C. O'Day (Reg. No. 38,256) 
Dtke, Bronstein, Roberts & Cushman 
Intellectual Property Practice 
Edwards & Angell, LLP 
P.O. Box 9169 
Boston, MA 02209 
Tel: 617-517-5557 
Fax: 617^39-4170 




Received from < 61/ 261 3545 > at 4/1 5/03 5:43:51 PM [Eastern Daylight Time] 



